AMENDMENT AND RESPONSE UNDER 37 CFR §1.111 Page 7 

Serial Number: 09/730,034 * Dkt: 2043. 1 26US 1 

Filing Date: December 4, 2000 

Title: METHOD AND APPARATUS FOR FACILITATING USER REGISTRATION IN AN ON-LINE AUCTION ENVIRONMENT 



REMARKS 

This responds to the Office Action mailed on December 22, 2006 . Applicant does not 
admit that the cited references are prior art and reserves the right to "swear behind" each of the 
cited references as provided under 37 C.F.R. 1.131. 



Rejection of the Claims 

Claims 1-26 were rejected under 35 U.S.C. § 103(a) as being unpatentable over French 
(U.S. 6,263,447) in view of Woolston (U.S. Publication No. 2005/0033655). 

Applicant submits that the Office Action has not established a prima facie case of 
obvious vis-a-vis claims 1-26. 

The Examiner has the burden under 35 U.S.C. § 103 to establish a prima 
facie case of obviousness. In re Fine, 837 F.2d 1071, 1074, 5 USPQ2d 
1596, 1598 (Fed. Cir. 1988). In order for the Examiner to establish a 
prima facie case of obviousness, three base criteria must be met. First, 
there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill 
in the art, to modify the reference or to combine reference teachings. 
Second, there must be a reasonable expectation of success. Finally, the 
prior art reference (or references when combined) must teach or suggest 
all the claim limitations. The teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both be found 
in the prior art, and not based on applicant's disclosure. (Emphasis 
added.) 1 

Applicant submits the Office Action has not established a prima facie case of obvious 
because (1) the Office Action does not identify a motivation for combining the cited references 
and (2) the Office Action uses Applicant's specification in forming the combination. The 
discussion below will address these issues. 

In the Response to Arguments section, the Office indicated the following regarding the 
motivation to modify French: 



1 M.P.E.P. § 2142 (citing In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (FeACir. 1991)). 
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It would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify French to include that said registering 
step is conducted in an auction environment, as disclosed in Woolston, 
because it would advantageously provide the excitement of a "live" auction 
house type atmosphere to remote participants in an electronic auction, as 
specifically taught by Woolston [0006], 
Office Action at page 3. 

Applicant submits that this cited section of Woolston relates to "live" electronic auctions. 
This cited section of Woolston does not describe anything regarding registering of users. 
Furthermore, this cited section does not describe how registration as in French can be modified 
to be conducted in an auction environment. Specifically, this cited section does not describe how 
registering a user with a network-based auction facility if a verification rating exceeds a 
threshold. Applicant respectfully submits that there is no motivation to modify or combine 
French with Woolston. Thus, the Office has not established a prima facie case of obviousness 
under 35 U.S.C. §103. Therefore, Applicant respectfully submits that the rejection of claims 1- 
26 under 35 U.S.C. §103 has been overcome. 



Claim 27 

Claim 27 was rejected under 35 U.S.C. § 103(a) as being unpatentable over French et al. 
in view of Harrington et al. and further in view of Ng (U.S. 6,405,175). In addition to the 
remarks for claim 1 (from which claim 27 depends), Applicant respectfully submits the 
following remarks. Applicant submits the Office Action has not established a prima facie case 
of obvious because the cited references do not teach or suggest all the claim limitations. 

Among the differences, claim 27 recites "allowing a second user of the network-based 
auction facility to access an indicator of verification of the user." The Office Action indicated 
that this limitation is disclosed by Ng: 

Ng teaches web a method for shopping over the Internet 
comprising allowing a second user of the network-based auction 
facility to access an indicator of verification of the user (col. 14, 
lines 12-15). 
Office Action at page 6. 
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Applicant respectfully traverses this assertion. This section of Ng relates to users given 
"accuracy ratings based on the number of errors that have been detected in their product 
submissions, or based on feedback comments by other users." Ng at column 14, lines 12-15. 
This section of Ng does not disclose the above cited claim limitation for at least two reasons. 
First, the ratings in this section of Ng are for accuracy of input by users into the system (not for 
verification of the user based on input during registration). Second, this section of Ng does not 
disclose that the accuracy ratings are disclosed among users. 

Because the Office Action has not established a prima facie case of obviousness under 35 
U.S.C. §103, Applicant respectfully submits that the rejection of claim 27 under 35 U.S.C. §103 
has been overcome. 

Claim 28 

With regard to claim 28-29, in addition to the remarks set forth above regarding claim 1 
(from which claim 28 depends), Applicant respectfully submits the following remarks. With 
regard to claim 28, among the differences, claim 28 recites "wherein the predetermined threshold 
is proportionate to at least one of a size of the network-based transaction facility and a type of 
operation of the network-based transaction facility." The Office indicated that French teaches 
this limitation at column 2, lines 60-61 and column 3, lines 1-7. These cited sections of French 
relate to the level of authentication being dependent on the size of the purchase - "For example, 
in the context of electronic commerce, lower risk transactions such as relatively small purchases 
may not require an extensive authentication process." French at column 3, lines 1-3. Thus, 
French's level of authentication is dependent on the size of the purchase. These cited sections of 
French do not disclose or suggest that a threshold is proportionate to a size or type of operation 
of the facility. Thus, the Office has not established a prima facie case of obviousness under 35 
U.S.C. §103. Therefore, Applicant respectfully submits that the rejection of claim 28 under 35 
U.S.C. §103 has been overcome. 



Claim 29 

Claim 29 was rejected under 35 U.S.C. § 103(a) as being unpatentable over French in 
view of Woolston, as applied to claim 1, and further in view of Official Notice. Applicant 
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respectfully traverses this rejection. With regard to claim 29, among the differences, claim 29 
recites "wherein the predetermined threshold is varied based on whether the user is a corporation 
or an individual." 

The Office indicated the following: 

Official Notice is taken that an individual is being known as the alter ego of 
a corporation, e.g. Subchapter "S" filing. The motivation to modify French 
and Woolston to include that the individual is a corporation would be 
simplification/reduction of tax liability. 
Office Action at page 7. 

Neither the Official Notice nor the cited references disclose the claimed limitations. 

Specifically, the Office indicated that the combination of French and Woolston do not teach a 

variance of the predetermined threshold based on whether the user is a corporation or an 

individual. See Office Action at page 7. The Office Notice seems indicates that an individual is 

an alter ego of a corporation. Accordingly, the Office Notice is not differentiating between an 

individual and a corporation. Specifically, the Office Notice is not differentiating between an 

individual and a corporation to vary the threshold. Thus, the Office has not established a prima 

facie case of obviousness under 35 U.S.C. §103. Therefore, Applicant respectfully submits that 

the rejection of claim 29 under 35 U.S.C. §103 has been overcome. 



AMENDMENT AND RESPONSE UNDER 37 CFR § 1 .U 1 Page 1 1 

Serial Number: 09/730,034 ' fc Dkt: 2043.126US1 

Filing Date: December 4, 2000 

Title: METHOD AND APPARATUS FOR FACILITATING USER REGISTRATION IN AN ON-LINE AUCTION ENVIRONMENT 



CONCLUSION 

Applicant respectfully submits that the claims are in condition for allowance, and 
notification to that effect is earnestly requested. The Examiner is invited to telephone 
Applicant's attorney at (612) 371-2103 to facilitate prosecution of this application. 

If necessary, please charge any additional fees or credit overpayment to Deposit Account 
No. 19-0743. 

Reservation of Rights 

In the interest of clarity and brevity, Applicant may not have addressed every assertion 
made in the Office Action. Applicant's silence regarding any such assertion does not constitute 
any admission or acquiescence. Applicant reserves all rights not exercised in connection with 
this response, such as the right to challenge or rebut any tacit or explicit characterization of any 
reference or of any of the present claims, the right to challenge or rebut any asserted factual or 
legal basis of any of the rejections, the right to swear behind any cited reference such as provided 
under 37 C.F.R. § 1.131 or otherwise, or the right to assert co-ownership of any cited reference. 
Applicant does not admit that any of the cited references or any other references of record are 
relevant to the present claims, or that they constitute prior art. To the extent that any rejection or 
assertion is based upon the Examiner's personal knowledge, rather than any objective evidence 
of record as manifested by a cited prior art reference, Applicant timely objects to such reliance 
on Official Notice, and reserves all rights to request that the Examiner provide a reference or 
affidavit in support of such assertion, as required by MPEP § 2144.03. Applicant reserves all 
rights to pursue any cancelled claims in a subsequent patent application claiming the benefit of 
priority of the present patent application, and to request rejoinder of any withdrawn claim, as 
required by MPEP § 821.04. 
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Respectfully submitted, 
ALEX DAI-SHUN POON 
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Minneapolis, MN 55402 
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